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(1) Real party In interest. 

The real party in interest is Gregory Winfield Gorman, the sole inventor of this 
•943 application, residing at 473 Wyoming Circle, Golden, Colorado, 80403, U.S.A. 

(2) Related appeals and interferences. 

No other appeals or interferences are currently known to Appellants that will 
directly affect, be directly affected by, or have a bearing on the decision to be rendered by 
the Board of Patent Appeals and Interferences in the present appeal. 

(3) Status of claims. 

Claims 1-1 1 and 28-34 are pending in this application, with claims 1, 9, 10 and 28 
being independent. Claims 1-8, 11 and 28-34 stand rejected under 35 U.S.C. § 1 12 as 
failing to comply with the written description requirement. Claims 1 -5, 7-8, 1 1, 28-32 
and 34 also stand rejected under 35 U.S.C. § 102(e) as being anticipated by U.S. Patent 
No. 6,514,655 ("Bastiaens"). Claims 6 and 33 also stand rejected under U.S.C. § 103(a) 
as being unpatentable over Bastiaens. Claims 9 and 10 are allowed. Applicant appeals 
all claims 1 -8, 1 1 and 28-34. 

(4) Status of amendments. 

The '943 Application was filed on August 4, 2003, with claims 1-27. A first office 
action was mailed January 24, 2005, restricting the claims and requiring election of one 
claim group. A response to the restriction requirement was filed and entered February 
18, 2005, electing claims 1-19 and cancelling claims 20-27. A second office action was 
mailed March 14, 2005, to winch a response was filed and entered May 24, 2005, 
including amendments to the drawings (FIG. 5), specification (p. 8, H[005S]) and claims 
(1, 1 0 and 12), and adding new claims 28-35. A final office action was mailed August 9, 
2005, to which a response was filed and entered October 7, 2005. The response of 
October 7, 2005 included amendments to claims 1, 1 1, 12 and 19, and noted improper 
finality of the office action of August 9, 2005. Accordingly, a non-final office action was 
mailed October 24, 2005, to which a response was filed and entered February 24, 2006, 
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including amendments to claims 1, 9, 10 and 28. A final office action was mailed May 
17, 2006, rejecting claims 1-8, 1 1 and 28-34. A response to final office action was filed 
July IT, 2006, including an amendment to claim 1 (changing the spelling of one word), 
cancelling claims 12-19 and 35 and including an amendment to the specification. This 
amendment was denied entry on July 1 7, 2006. An advisory action was mailed August 2, 
2006, indicating the denial of entry. The notice of appeal filed herein is responsive to the 
advisory action of August 2, 2006 and the final office action of May 17, 2006. Claims 1- 
1 1 and 28-34 are currently pending, of which claims 2-8 are original (without claim 
amendment during prosecution). 

(5) Summary of claimed subject matter. 

The inventions of claims 1-8 and 1 1 relate to a pavement tape for conveying 
information when affixed to pavement (e.g., pavement tape 100, FIGs. l-3a and 
pavement 1 10, FIG. 6; Specification p. 3 1f^[0010]-[0013]). The pavement tape includes 
a continuous elongated flexible tape body (e.g., tape body 101, FIGs. 1-3A) of 
homogenous composition (e.g., FIGs. 5-13; Specification p. 5, 1) [0044]). The tape body 
is configured for affixing to pavement (e.g., FTGs. 7-9, 11, 17, 21 and 22; Specification p. 
3, Iflf [0010]-[001 1]). The tape body has a front face and a continuously flat rear face 
(e.g., Specification p. 3, ^|[00U]; front face 10 and rear face 12, FIG. 5, amended on 
5/24/2005; and Specification p, 8, ^[0058], also amended 5/24/2005). At least one 
symbol (e.g., symbol 102, FIG. 1) printed on the front face conveys information. The 
front and rear faces are exposed at an end of the continuous elongated flexible tape body 
(see, e.g., end view FIGs. 5, 6 and 15; FIGs. 2 and 7; Specification p. 3, f [0015]; p. 4, 
lf[G020H0021J; PP- 8-9, 1f[0059H[0063]). 

Claims 2-8 and 1 1 additionally relates to a pavement tape with an adhesive on the 
rear face, for bonding the pavement tape to the pavement (e.g., tape 101 with adhesive 
1 12; FIGs. 12-13). One face of a flexible release tape (e.g., release tape 114; FIGs. 12- 
13) is releasably bonded to the adhesive. A flexible protective tape (e.g., protective tape 
108; FIGs. 9-13) is releasably bonded at one face to the front face of the pavement tape. 
The at least one symbol conveys commercial information (e.g., symbol 102; FIG. 1; 

_ 4o f 3 4 " ~~ 

APPEAL BRIEF 

Submitted in Response to the Final Office Action Dated 08/02/2006 in U.S. Serial No. 10/633,943 

PAGE 9/39 ^ RCVD AT 8/25/2006 6:25:48 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/14 * DNIS:2738300 * CSID:7209313001 * DURATION (mm-ss):12-00 



AUGr25-2006 FRI 04:24 PM LATHROP & GAGE 



FAX NO. 7209313001 



P. 



Attorney Docket: 408392 

Specification p. 9-10 1[0065]). At least part of this symbol may be reflective. 
Alternately, at least part of the front face of the pavement tape is reflective (Specification 
p. 8, ffi][0056]-[OO57]). The pavement tape is from about 6 to about 12 inches in width 
(Specification p. 1 1, f[0072]; FIG. 13B). The tape may further include at least one 
railing that is attachable to the pavement and configured for protecting at least one edge 
of the tape (e.g., railings 140A, HOB, FIG. 13D; Specification p. 12, H[0078]). 

Features of claims 1-8 and 11 may be further understood in the embodiments 
described throughout pages 5-12 of the Specification. 

The invention of claim 9 relates to a pavement tape for conveying information 
when affixed to pavement. The tape (e.g., tape 200, FIGs. 1 4-16) includes a continuous 
elongated flexible tape body (e.g., tape body 201, FIGs. 14-16) with front and rear faces 
(Specification p. 3, 1|[00l0]; front and rear faces 10 and 12, FIG. 5 as amended 
5/24/2005). The front face has at least one symbol diat conveys information, formed as a 
perforation extending at least partly from the front face to the rear face of the tape body 
(e.g., symbol 202, FIGs. 14-16, Specification, p. 13 ^[0081]). The front and rear faces 
are exposed at an end of the continuous elongated flexible tape body (see, e.g., FIG. 17). 

Features of claim 9 may be further understood in the embodiments described in 
paragraphs 1fl[[0079]-[0082] and 1|[0O89], found on pages 12-13 and 15 of the 
Specification. 

The invention of claim 1 0 relates to a pavement tape for conveying information 
when affixed to pavement. The tape has an elongated flexible tape body with front and 
rear faces (e.g., tape 200, tape body 201 and front and rear faces 10 and 12, FIGs. 1-3 A, 
17, 19 and 21). The front face includes at least one symbol that conveys information 
(e.g., symbol 102, FIGs. 1-3A; symbol 202, FIGs. 14-17, Specification p. 3 1fl[[0010]- 
[001 1 ]). A mask tape (e.g., mask tape 213, FIG. 1 8) includes a flexible mask tape body 
(e.g., mask tape body 212, FIG. 1 8) with front and rear mask faces and at least one 
symbol (e.g., symbol 211, FIG. 18) formed as a perforation extending from the front 
mask face to the rear mask face (Specification, pp. 13-14, 1|[0083]; p. 15, H[0089). The 
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rear mask face is bonded to the front face of the pavement tape (Specification p. 14 

^[0087]; FIGs. 20-22). 

Features of claim 10 may also be understood in the embodiments descnbed in 
paragraphs W 083]-[0087], found on pages 13-14 of the Specification. 

The inventions of claims 28-34 relate to a pavement tape (e.g., tape 100, FIGs. 1- 
3A- tape 118. 1 19. 120; FIG. 13B) with a continuous elongated flexible unitary tape body 
of homogenous composition, including a front face and a continuously flat rear face e.g., 
tape body 101. FIGs. 1-3A; Specification p. 3, flOOl 1]; front face 10 and rear face 1* 
FIG 5, amended 5/24/2005; Specification p. 8. flOOSft also amended 5/24/2005). The 
rear face is configured to be affixed to a durable surface of a road or walkway (e.g.. 
crosswalk 123, pavement 121, FIG. 13* Peking lot 136, FIG. 13C; Specification p. 
fl[0O10H00l3D. The front face bears at least one symbol (e.g., symbols 102, FIGs. 1- 
3 A) The symbol conveys information to persons traveling over the road or walkway 
(Specification p. 1 1 . 1fc0072]), and is printed on the front face (Specification, p. 7, 
1110052]). 

Claims 29-34 further relate to a pavement tape having an adhesive (e.g., adhesive 
112 FIG 10) on its rear face (Specification p. 10, 1[0066]), for bonding the pavement 
tape to the durable surface of a road or walkway (e.g., pavement 1 10, FIG. 1 1). One face 
of a flexible release tape (e.g., release tape 114, FIG. 12) is realeasably bonded to the 
adhesive (Specification, p. 10. H[0069]). One face of a flexible protective tape (e.g., 
protective tape 108, FIGs. 6-12) is releasably bonded to the front face of the pavement 
tape (Specification, pp. 8-9, 1[0059]). The at least one symbol printed on the front face 
conveys commercial information (Specification, p. 3, 1[0011]; p. 7, f 0052]). The 
continuous elongated flexible unitary table body is from about 6 to about 12 mches m 
width (Specification p. 1 1 , 1110072]; FIG. 13B). One or more of (a) at least part of the at 
least one symbol and (b) said front face, is reflective (Specification p. 8, HH[0056]- 
[0057]). 
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Features of claims 28-34 may also be understood in the embodiments described in 
paragraphs inJ[0071H0077], found on pages 11-12 of the Specification. 

(6) Grounds for rejection to be reviewed on appeal. 

(A) Whether claims 1-8, 1 1 and 28-34 are unpatentable under 35 U.S.C § 1 1 2, 
first paragraph, as failing to comply with the written description 
requirement. 

(B) Whether claims 1-5, 7-8, 11. 28-32 and 34 are unpatentable over 35 
U.S.C. § 102(e) in view of Bastiaens. 

(C) Whether claims 6 and 33 are unpatentable over U.S.C. § 1 03(a), due to 

Bastiaens. 

(7) Argument 

In order to facilitate consideration of Applicant's cl aims against the Bastiaens 
patent, we first provide a general discussion and comparison of Bastiaens versus the '943 
Application and claims. We then address and argue the rejection of claims 1-16. 
Because the July 17, 2006 amendment to claim 1 was not entered, we argue claim 1 as 
pending prior to this amendment. 
General Discussion. 

Before addressing the specific patentable elements of the aforementioned claims, 
we note that prior office actions suggest a mndamental confusion as to the invention and 
process of the Bastiaens patent. We therefore provide the following discussion in an 
attempt to clarify. 

Bastiaens recites an electrographic process for making abase construction that is 
useful in making retroreflective graphic articles. In this process, an image is 
electrographically printed on a transfer sheet. The imaged transfer sheet is then pressed 
against a receptor sheet, at an elevated temperature, to transfer the image to the surface of 
the receptor sheet. The receptor sheet includes glass microspheres enclosed within a 
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binder layer. A specular reftective layer, such . a "vapo, d^M aluminum film" 
;lJfi,= binder Uyer. Bastiaens cel. 4, fines .3-34. fn adhesive layer - show 
untying «,e specuiar ^ layer, and an opfiona. f movab,e release fine, . shown 
underlying me adhesive. s»BH— cot i.«-63 -«.».«» «S FBI- 

Fonowing^.-tfor.fi.ehn.go^sfcrshoetisc.Ueotedbyapicicnprofi. 

The imaged rccep.or shoe, is co„ec t =d on a separate p^up roll. " 
^■orsheetisdeseribedas-sntob.eformaJdng^reflee.venrncie, SeeBasuaens 

col. 2, line 63 - col. 3, tine 22; FIGs. 2 and 3. j 

to order to make fire retiorefieenve article from .he receptor sheet, a tianspareo. 
cover am is applied over me image, by contacting .he cUr nlm wim me imaged 
K cep,or shoe., and passing the tivo throng pressure rolU, ».o provide a. unaged 
JLctivc article. See Bastiaeus cel. 3, fines 23-32; FIG. 4. Preferably a clear fin 
h nex. applied (e.g.. by lamination or as a .opcoa.) ove^ me image. SeeBastiaens col. 4, 
lines 53-54; col. 4, line 66 - col. 5, line 15. ! 

Argument (Al. ! 

Claims 1-8, 11 and 28-34 stimd rejected under js U.S.C. § 1.2, firs, paragraph, as 
failing .o comply wim me written description requuen^en, We re.pcc.Mly disagree. 
These c laims <lo not nr M together. ; 

""-^JVpar.icmar.inmenna, office actif. of May 1 5. 200c, Ore Exauuner 
suned ma. me phrase "homogeneous composition" in claim 1 (and also claim 28 .mm* 
below) was no. sapped by .he 943 App.ic.tion, as OrigmaUy filed, because of laclc of 
^definition therefor in ore specification. The Examiner afso steted .ha. .he meanmgof 

i 

this phrase was unclear. j . , ^ trAnr 

in response, we clarified that a homogeneous material is un.fo.rn ,n sttucmre or 
composition throughout. 27,e Heritage® Dictionary of, He *•«* tat-» 

FouriHm.ion.Copyri.U 02000 by Hou^M,^ Company. "Consistent and 

"uniform" are exemplary synonyms of "homogeneomj". 

Regarding me Examiner's assertion of la* oflsuppor, for the term "homogeneous 

composition," we noted^VWeJh^^ 
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claim limitations must be supported in the specification through express, implicit, or 
inherent disclosure." MPEP § 2163(l)(B), emphasis added. We argued, and we maintain, 
that the limitation of homogeneous composition is inherently disclosed in the 
specification, at least because the specification references the drawings, which show a 
homogenous (e.g., consistent or uniform) tape body. See, e.g., tape body 101. Figs. 5-13. 

Per MPEP § 2163.06, . .information contained in any one of the specification, 
claims or drawings of the application as filed may be added to any other part of the 
application without introducing new matter." The amendment to claim 1 constitutes the 
addition of pictoral information from the drawings into the claim, and is therefore 
acceptable and in compliance with 35 U.S.C. §112, first paragraph. 

Furthermore, we submit that this pictoral information (e.g., of FIGs. 5-13) 
supports Applicant's possession of a homogenous tape body. Regarding possession, in 
describing the guidelines for the examination of patent applications under the 35 U.S.C. 
§ 1 12, paragraph 1, "Written Description" Requirement, it is clearly stated that: 

"An applicant shows possession of the claimed invention by describing the 
claimed invention with all of its limitations using such descriptive means 
as words, structures, figures, diagrams, and formulas that fully set forth 
the claimed invention. lochvood v. American Airlines, Inc.. 107 F.3d 
1565, 1572, 41 USPQ2d 1961, 1966 (Fed. Cir. 1997). " MPEP § 2163(1), 
emphasis added. 

For at least these reasons, we believe that claim 1 complies with the requirements 
of 35 U.S.C. § 1 12. Withdrawal of the Examiner's rejection is therefore respectfully 
requested. 

As an aside, we note that the Examiner rejects claim 1 as not finding specific 
support in the specification. However, in order to maintain consistency between the 
claims, drawings and specification, and because MPEP § 2163.06 permits, we did present 
an amendment to the specification in our July 17, 2006 response. This amendment 
referenced a "homogeneous" tape body. We submit mat the amendment to the 
specification should have been entered because, contrary to the Examiner's assertion, it 
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did not add new matter (see above argument directed to importing drawing features into 
"any other part" of an application; see also FIGs. 5-13). We therefore also request entry 
of the amendment to the specification filed July 17, 2006. 

Claim 2 : Claim 2 depends from claim 1 and benefits from like argument. In 
addition, claim 2 is original. The claims are considered a part of the application, thus, the 
recited rear face with adhesive for bonding pavement tape to pavement is also supported 
by die '943 Application as filed. See also supporting FIGs. 2, 5-13 and Specification p. 3, 
1|[0011]. We respectfully request withdrawal of the Examiner's rejection. 

Claim 3 : Claim 3 depends from claim 1 through intervening claim 2, and 
therefore benefits from like argument. Claim 3 is also original, and therefore supported 
by the '943 Application as filed. See also FIGs. 12, 13 depicting the recited flexible 
release tape. Claim 2 therefore complies with 35 U.S.C. §112, first paragraph. 
Accordingly, we respectfully request withdrawal of the Examiner's rejection. 

Claim 4 : Claim 4 depends from claim 1 , and therefore benefits from like 
argument. Claim 4 is also original, and therefore supported by the '943 Application as 
filed. See also FIGs. 6-13 depicting the recited flexible protective tape. Claim 3 
therefore complies with 35 U.S.C. §112, first paragraph. Withdrawal of the Examiner's 
rejection is respectfully requested. 

Claim 5 : Claim 5 is likewise original and therefore supported by the '943 
Application as filed. See description of symbols conveying commercial information at 
Specification p. 3, f [001 1]; p. 1 1 im[0072]-[0074]; see also FIGs. 13B and 13C. Claim 5 
also depends from claim 1 through intervening claim 2, and benefits from like argument. 
Claim 3 therefore complies with 35 U.S.C. §112, first paragraph. Accordingly, 
withdrawal of the Examiner's rejection is respectfully requested. 

Claim 6 : Claim 6 also depends from claim 1 , benefiting from like argument. 
Furthermore, claim 6 is original and therefore supported by the '943 Application and in 
compliance with 35 U.S.C. §112, first paragraph. See also Specification p. 1 1, 1f[0072] 
and FIG. 13B for additional support. Withdrawal of the Examiner's rejection is 
respectfully requested. 
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Claim 7 : This claim likewise depends from claim 1 and benefits from like 
argument. Furthermore, claim 7 complies with 35 U.S.C. §112, first paragraph at least 
because it is original and therefore is supported by the '943 Application as filed. In 
addition, the '943 specification as filed describes the at least partially reflective symbol. 
See, e.g., Specification p. 8, lines 9-10 of t[0056]. We submit that claim 7 complies with 
35 U.S.C. §1 12, first paragraph. We therefore respectfully request withdrawal of die 
Examiner's rejection. 

Claim 8 : Claim 8 also depends from claim 1 , benefiting from like argument. 
Claim 7 is additionally original, therefore the recited limitation of an at least partially 
reflective front face is supported by the '943 Application as filed. In addition, this 
limitation is taught and depicted by the original specification and drawings. See, e.g., 
Specification pp. 7-8, tK[0055]-[0056]; FIG. 4. Claim 8 therefore also complies with 35 
U.S.C §1 12, first paragraph. Withdrawal of die Examiner's rejection is respectfully 
requested. 

Claim Jl : Claim 1 1 also depends from claim 1 and benefits from like argument. 
See also FIG. 13D and Specification p. 12, 1[0078], for exemplary support for the recited 
at least one railing. Claim 1 1 thus complies with 35 U.S.C. §1 12, first paragraph, and we 
respectfully request withdrawal of the Examiner's rejection. 

Claim 28 : Claim 28 recites a pavement tape having: 

• a continuous elongated flexible unitary tape body of homogenous 
composition, including: 

• a front face and 

• . a continuously flat rear face; 

• the rear face configured to be affixed to a durable surface of a road or 
walkway; and 

• the front face bearing at least one symbol that conveys infomiation to persons 
traveling over the road or walkway, wherein the symbol is printed on the front 
face. 
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other part of thi 



In rejecting claim 28, the Examiner maintains 
composition" was not supported by the '943 
lack of any definition therefor in the specification. 

As noted above with respect to claim 1, " 
requirement, newly added claim limitations must be 
through express, implicit, or inherent disclosure. MP 
We argued, and we maintain, that the limitation 
disclosed in the specification, at least because the 
which show a homogenous (for example, consistent 
Figs. 5-13. 

Again, "information contained in any one oft 
of the application as filed may be added to any 
introducing new matter." MPEP § 2163.06, emphasis 
constitutes the addition of pictoral information from 
therefore acceptable and in compliance with 35 US 

Furthermore, we submit that this pictoral i 
supports Applicant's possession o f a homogenous 
describing the guidelines for the examination of patejnt 
§ 112, paragraph I, "Written Description" Requirement 
"Ail applicant shows possession of the 
claimed invention with aU of its limitations 
as words, structures, figures, diagrams, 
the claimed invention. Lockwood v. American 
1565, 1572, 41 USPQ2d 1961, 1966 (Fed, 
emphasis added. 

For at least these reasons, we believe that 
requirements of 35 U.S.C. § 1 12- Withdrawal of Ibje 
respectfully requested. 



tjbat the phrase "homogeneous 
, as originally filed, because of 



Whilj> there is no in haec verba 
supported in the specification 
P 2163(I)(B), emphasis added. 

composition is inherently 
ion references the drawings, 
uniform) tape body. See, e.g., 
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Claim 29 : Claim 29 depends from claim 28, 
Claim 29 includes the additional limitation of a 
adhesive for bonding the pavement tape to the durabl 
This limitation is fully supported by the '943 Applicai 
13B, 17, 21 and 22; Specification p. 11, 1ffl[007l], 
claim 29 complies with 35 U.S.C. §112, first 
withdrawal of the Examiner's rejection. 

Claim 30 : Claim 30 depends from claim 28, 
benefits from like argument. Claim 30 also recites a 
supported by the T 943 Application as filed. See, e.g., 
1f[0068]. We submit that claim 29 complies with 35 
Accordingly, withdrawal of the Examiner's rejection 

Claim 3 J : Claim 3 1 also depends from claim 
argument. Claim 31 additionally recites a flexible 
supported by the '943 Application as filed. See, e.g., 
H[0059]. Claim 31 is in compliance with 35 U.S.C. § 
respectfully request withdrawal of the Examiner's rej 

Claim 32 : Claim 32 likewise depends from 
argument. Claim 32 further recites that the at least 
information. See Specification p. 8, ^f[0072]-[0074 
(and original) support for claim 32. We submit that 
§112, first paragraph, and we respectfully request 

Claim 33 : Claim 33 likewise depends from 
argument. Claim 33 additionally recites the fully su; 
is about 6 to about 12 inches in width. See Specified 
complies with 35 U.S.C. §112, first paragraph, 
respectfully requested. 

Claim 34 : Finally, claim 34 depends from 
argument. Claim 34 also recites the fully supported 



ond benefits from like argument, 
pavement tape with a rear face having an 
s surface of a road or walkway, 
ion as filed. See, e.g., FIGs. 10, 11, 
[0(j)72] and [0074]. Wc submit that 
, and we respectfully request 



13 of 34 
APPEAL BRffiPf 

Submitted in Response to the Final Office Action Dated 0 S/02/2006 in U.S. Serial No. 1 0/633,943 

PAGE 18/39 * RCVD AT 8/25/2006 6:25:48 PM [Eastern Daylight Time] * SVR:USPT0»EFXRF-1/14 * DNIS:2738300 * CSID:7209313001 * DURATION (mm-ss);12-00 



brought intervening claim 29, and 
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FIGs. 12, 13; Specification p. 10, 
J.S.C. §112, first paragraph, 
is respectfully requested. 
28, thus benefiting from like 
protective tape, which is fully 
FIGs. 9, 10; Specification p. 8 B 
112, first paragraph. We therefore 
ection. 

dlaim 28 and benefits from like 
symbol conveys commercial 
and claim 12 as filed' for exemplary 
ilaim 32 complies with 35 U*S.C 
withdrawal of the Examiner's rejection, 
claim 28 and benefits from like 
pported limitation of a tape body that 
ion p. 1 1, 1J[0072]. Claim 33 thus 
Withdrawal of the Examiner's rejection is 

elkim 28, thus benefiting from like 
limitation of one or more of (a) at 
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least part of the at least one symbol, and (b) the front 
Specification p. 8, fl[OO5fi]-[0057]; FIG. 4. Respec 
complies with 35 US.C. §1 12, first paragraph, 
accordingly requested. 



face being reflective. See 
tf uJ1y> we submit that claim 34 
Withdrawal of the Examiner's rejection is 



32 



invention 



Argument (BX 

In order to anticipate claims 1-5, 7-8, 11, 28- 
every element of each claim and "the identical 
detail as contained in the . . . claim." MPEP 2131 , 
Co. of California, 814 F.2d 628, 2 USPQ2d 1051 
Suzuki Motor Co., 868 F2.d 1226, 9 USPQ2d 1913 
However, Bastiaens does not teach or suggest each 
claims 1-5, 7-8, 11, 28-32 and 34, as required by 35 
not stand or fall together . 

Claim 1 : Claim 1 recites a pavement 
affixed to pavement, including: 

• a continuous elongated flexible tape 
tape body configured for affixing to 

• a front face and 

• a continuously flat rear face, 

• wherein at least one symbol 
information, and 

• wherein the front and rear 
continuous elongated flexible 

Bastiaens does not teach or suggest a tape 
(again, we maintain that this limitation of claim 1 c 
Bastiaens instead teaches against a homogeneous 
receptor sheet (which the Examiner has likened to 
includes a base material of non-homogeneous 



citing 
(Fed 
(Fed 
and 
IX 



fac^s 
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S.C. § 102(e). These claims do_ 



tape for conveying information when 



body of homogeneous « 



composition, said 
pavetnent and comprising: 



p;inted upon said front face conveys 



are exposed at an end of the 
tape body, 

of homogeneous composition 
cjmplies with 35 U.S.C. § 112). 

body by specifically reciting a 
Applicant's tape body 101, 201) that 
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For example, "the surface of the base materia comprises a binder layer of 
polyvinyl butyral resin having glass microspheres en closed therein and a specular 
reflective layer underlying and spaced apart from the microspheres by the resin* 
Bastiaens col. 1, lines 51-55, emphasis added; see alg|c 
layer of the surface is not homogenous, because it is 
having glass microspheres suspended throughout the 
part of the base material is not homogeneous (e.g., the mixed binder layer), then the base 
material as a whole is also not homogeneous. 

Again, the base material is a part of the recep or sheet. Note that microspheres 
32, binder layer 30 and specular layer 34 are shown 2nd described as components of 
receptor sheet 18. See Bastiaens' FIGs. 2, 4 and col. 2, line 63 - col. 3, line 6. We 
maintain, that if a part of Bastiaens' receptor sheet (e 
homogeneous, then neither is her receptor sheet 18 ai 
not teach a tape body of homogeneous composition. 

The Examiner stated that this argument was rot persuasive, "because, as shown in 
figure-2 of Bastiaens, the layers 34 or 30 are found to 
action mailed 5/15/2006, "Response to Arguments", 1 
30 is not consistent, or homogeneous, in composition , In some places, it includes glass 
microspheres, and in others, it does not. Bastiaens' receptor sheet 18 Ma to anticipate 
Applicant's tape body 101, because it is clearly not homogenous. Compare, for example, 
receptor sheet 18 in Bastiaens FIGs. 2 and 4 with Applicant's tape body 1 01, in FIGs, 5- 
13. 

The Examiner has also offered the alternate rejection that: 

"...the instant claimed invention does not preclude the presence of 
additional components in the "homogeneous" tape body. To further 
explain, applicant is reminded that the recitec claims 1 and 28 are directed 
to open language and, as such, does not preclude the presence of 
additional components therein. Hence, Bistiaens' body 18 has been 
interpreted to read on the claimed tape body, while said tape body includes 



o FIGs. 2 and 4. This mixed binder 
lot consistent in composition (e.g., 
binder layer). We maintain that if a 



g., the base material) is not 
a whole. Bastiaens therefore does 



be homogenous." Final office 
te. We continue to disagree. Layer 
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Respectfully, whether or not "compri 
claim t with a resin layer and enclosed glass 
antithetical to "homogeneous composition." 



would no longer be homogeneous. It would 
taken along the tape body would differ from 



for example a resin layer 30 that is showr to be "homogeneous In 
response to applicant's argument about the presence of glass microspheres 
in the resin layer... the presence of sad microspheres is not precluded by 
the open claim language." Advisory kction p. i, IP- 



homogeneous composition and placed microspheres i terein, we submit that the tape body 



;ing" is open-ended, imbuing Applicant's 
microspheres, as the Examiner does, is 
For example, if one took a tape body of 



instead be heterogeneous, and cross-sections 
one anot ier in composition. 



We submit that reading antithetical limitations into the claims, as the Examiner 
appears to do under the guise of open language, is aki n to Applicant adding a new claim 
to this effect: 

"The pavement tape of claim 1, wherein the tape body of homogeneous 
composition is not homogeneous." 

We do not believe that this would b(; permiss blc; thus, we submit that it is also 
not permissible to read in limitations that ail opposite the meaning of the claim language. 
Contrary to the Examiner's position, we believe that open claim language does preclude 
unrecited elements/components that stand in opposit on to the written limitations. 
Consideration of this argument is respectfu ly requested. 

If this case is remanded to the Examiner and the Examiner remains unsatisfied 
with the phrase "homogeneous composition", we further request that the Examiner 
propose alternate language to desenbe the notable difference between Applicant's tape 
body and Bastiaens receptor sheet 1 8. This different is clearly seen in comparing 
Applicant's FIGs. 5-13 with Bastiaens FIG, 4). Per >G>EP 2173.02: 

"Examiners are encouraged to suggest claim language to applicants to 
improve the clarity or precision of the language used, but should not 
reject claims or insist on their own preferences if other modes of 



16 of 34 
A.PPEAJL BRTEF 

submitted in Response to *o Fit*. Office Acjion Dated fwflOM b U.S. Serial No. 10/633,943 

PAGE 21139 ' RCVDAT 8/25/2006 6:25:48 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/14 * DNIS:2738300 * CSID:7209313001 » DURATION |mm-ss):12-00 



ftUG-25-2006 FRI 04: 28 PM LATHROP & GAGE 



Attorney Docket: 408392 



FAX NO. 7209313001 



expression selected by applicants 
Emphasis added. 
We believe that claim 1 is patentable 
argument. We therefore request withdrawal 
independent claim 1. jj 



satisfy the statutory requirement." 

over Bastiaens at least in light of the above 
of the Examiner's rejection, and allowance of 



Claim 2 : Claim 2 depends from 



namely, that Bastiaens does not teach a tape 



addition, claim 2 adds the limitation of tye rear face having adhesive for bonding 



pavement tape to pavement. Bastiaens does 



release tape, one face of which is releasably 



claim 1 and benefits from like argument, 



body of homogeneous composition. In 



not teach this limitation, in the context of 



claim 1 - We respectfully request withdraw; d of the Examiner's rejection. 

Claim 3 : Claim 3 depends from claim 1 dirough intervening claim 2, and 
therefore benefits from like argument. (Lin 3 aA & additional limitation of a flexible 



bonded to said adhesive. Bastiaens does not 



teach a tape body of homogeneous composition, with said release tape. Accordingly, we 
respectfully request withdrawal of the Examiner's rejection. 

Claim 4 : Claim 4 depends frort claim 1 , and therefore benefits from like 
argument. In addition, Claim 4 recites i flexible protective tape, one face of which is 
releasably bonded to the front face of Aj; plijeant's pavement tape. 

The Examiner has repeatedly argued that Bastiaens teaches this limitation, stating 
"as clearly seen in figure-21 of Bastiaertj, the layer (7) is a tape that protects the image 
and the top surface until it is removed therefrom." Final office action of 5/1 5/2006, p. 4 



lines 7-8. Respectfully, we strongly diskgnee and submit that this is incorrect. Bastiaens' 



transfer sheet 7 is not a tape, and Bastiafens 



nowhere teaches or suggests that it serves a 



protective function. 

First, there is no mention of any! adhesive property accorded to Bastiaens' transfer 



sheet. For example, Bastiaens clearly stkte 
paper support base 3." Bastiaens col. 2j 
image transfer, a transfer sheet holds an 
substrate. It is typically utilized only for th 
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e purpose of transferring the image, after 
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which it is thrown away or recycled. It does not form a part of the final product. 

Accordingly, Bastiaens specifically teaches that the transfer sheet (7) is used in making 

the retroreflective article, but it is not a part of the finished product: 

"The printer 100 uses electrostatic means to form and develop a latent 
electrostatic image on an image transfer sheet 7 which may be a single 
sheet or a continuous web. The image transfer sheet 7 comprises a paper 
support base 3 having first a conductive layer 2 and then a dielectric layer 
4. A release coating 6 may be applied to the dielectric layer 4 to facilitate 
transfer of an image. The surface of the image jransfer sheet 7 having the 
release coating 6 proceeds in a direction 8 first passing a stylus writing 
head 10 which deposits a charge 12 having Varying charge density to 
define a latent electrostatic image. After passing the writing head 10, the 
image transfer sheet 7 passes a toning station comprising a toner 



applicator 16 in contact with a liquid toner bath 18 in a container 20 [sic.]. 
The liquid toner comprises toner particles dispersed in an insulating liquid 
and are collectively referred to as the liquid toner balh 18. Liquid toner 22 
is transported by the applicator 16 to the image transfer sheet 7 and 
deposited to form a toned image 24 conforminjg to the latent electrostatic 
image 12." Bastiaens col. 2. lines 38-57; FIG. 1. Furthermore, "The 
image transfer sheet web 28 and the receptor sheet web 38 pass through 
the nip 40 of rollers 42, 44 where heat and pressure are applied to transfer 
the toned image 24 from tlie image transfer sheet web 28 to the surface 
33 of binder layer 30 of the receptor sheet web 38. The continuous webs 
28, 38 are collected by pickup rolls 36, 34. The imaged receptor sheet 
provides a base construction suitable for making retroreflective articles." 
Bastiaens col. 3, lines 15-22, emphasis added. 

Bastiaens 1 FIG. 3 illustrates image transfer sheet web 28 being collected on a 
pickup roll after transfer of the toned image. As is clerirly shown and described, the 
imaged receptor sheet web 34 is collected on a different pickup roll. The product on the 
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receptor sheet web 34 (which again does not include the transfer sheet) is then suitable 
for making retroreflective articles. The transfer sheet is plainly not a part of the base 
construction that is used to make Bastiaens' retroreflective articles. 

Respectfully, the Examiner's ruling indicates a misunderstanding of the process of 
image transfer. In image transfer of the type practiced in Bastiaens, the transfer sheet 
typically does not include any adhesive. Indeed, Bastiaens lists Trident Transfer Paper 
ES as a suitable transfer sheet. In our Response of February 24, 2006, we provided the 
Examiner with the Product Bulletin for Trident Transfer Paper ES. This bulletin does not 
mention any adhesive properties. This is not surprising, because common sense teaches 
against using a tape or even an adhesive paper as the transfer sheet in Bastiaens. 

For example, if Bastiaens were to use a sticky transfer sheet or a tape, the transfer 
paper would likely stick to itself when wound on feed roll 20. This would make it 
difficult to cleanly pass the transfer sheet web through Bastiaens 1 image transfer station 
300. Furthermore, if transfer sheet 7 included an adhesive, it might melt when passed 
"through the nip 40 of rollers 42, 44 where heat and pressure are applied." Bastiaens col. 
3, lines 15-16. This would likely leave a residue not only on roller 42, potentially 
gumming up the image transfer station, m addition, the transfer sheet would stick to the 
receptor sheet. When pulled apart, the receptor sheet could easily be damaged. At the 
very least, a residue would likely be left on the receptor sheet, causing the receptor sheet 
to stick to itself when wound on pickup roll 34. This could cause damage to the finished 
receptor sheet, for example when a person or machine attempts to un-wind it from pickup 
roll 34. See Bastiaens' FIG. 3. 

Bastiaens recites that the transfer sheet feed roll 20 can be positioned before or 
after a printer. In addition to the above drawbacks, if Bastiaens used a sticky transfer 
paper or tape, the following scenarios could result: 

(i) With roll 20 positioned hetfare printer 100: 

In this case, as noted above, the transfer sheet web would likely stick to itself on 
roll 20, leaving a residue upon the transfer sheet when unwound for printing. Therefore, 
images would not be appli ed to a clean receptor sheet at printer 100, but to a sheet 
~~ 19 of 34 
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bearing m adhesive residue. This would likely degrade image quality and stability ou Ibe 
receptor sheet. See Bastiaens FIG. 3. 

(ii) yfth roll 20 positioned ft ft"" printer 100: 

In this case (although Bastiaens teaches nothing of the sort) images would 
presumably be printed on an adhesive-free side of the transfer sheet, prior to winding 
upon roll 20. However, winding the imaged sheet upon roll 20 would cause the adhesive 
side of the transfer sheet to contact the imaged side. As noted above, the wound transfer 
sheet wou.d likely stick to itself, causing difficulty in feeding the sheet through the .mage 
transfer station. In addition, part or all of the images could be pulled from the imaged 
side of the transfer sheet to the adhesive side, during unwinding. This would result m a 
lesser quality image, or no image at all, being transferred to the receptor sheet at pressure 

rolls 42, 44. See Bastiaens FIG. 3. 

As shown, not only is Bastiaens completely silent as to any adhesive on transfer 
sheet 7 logic also teaches against such an adhesive. Furthermore, Applicant's clam, 4 
recites a protective tape. Bastiaens nowhere describes transfer sheet 7 as having a 
protective function. 

Respectfully, Bastiaens' transfer sheet does not provide sufficient basis for an 
anticipation rejection. Transfer sheet 7 is notjyane, it is not bonded to BaMiaens' base 
construction, and Bastiaens nowhere indicates that it has any protective function. 

Since Bastiaens fails to expressly teach the limitations of claim 4, it appears that 
the Examiner is rejecting claim 4 based upon an inherency argument (per MPEP § 21 3 1, 
a claim is only anticipated if every element is found, either expressly or inherently). We 
must therefore point out the ^appropriateness of the Examiner's repeated comment that 
"Applicant has failed to show" that transfer sheet (7) does not provide protection to 
Bastiaens' tape. See advisory action p. 2, 16 and final office action of 5/16/06, p. 4, hues 
9-10. 

In cases o f inherency, the burden of proof lies not with Applicant, but with the 
Examiner. MPEP § 2112 states: 
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"In relying upon the theory of inherency, 
basis in fact and/or technical reasoning 



the examiner must provide a 
to reasonably support the 



we respectfully request withdrawal of 
laim 1, and benefits from like 



determination that the allegedly inherent characteristic necessarily flows 
from the teachings of the applied prior art. Ex parte Levy, 17 USPQ2D 
1461, 1464 (Bd. Pat. App. &, Inter. 1990)." 
Although we have pointed out this responsibility, the Examiner has yet to provide 
any basis in fact or technical reasoning to support th e allegation that transfer sheet 7 is a 
tape, or that transfer sheet 7 has a protective function. We contend that such factual 
support or technical reasoning cannot be found, especially in light of Bastiaens' specific 
teaching that transfer sheet 7 is used to transfer an image to a receptor sheet. In addition, 
as noted, logic teaches away from transfer sheet 7 having adhesive properties at all. The 
Examiner's rejection of claim 4 therefore fails, and 
this rejection. 

Claim 5 : Claim 5 likewise depends from c 
argument, namely, that Bastiaens does not teach a 1 ape body of homogeneous 
composition. In addition, claim 5 adds the limitatkn of the at least one symbol 
conveying commercial information. Bastiaens does not teach this limitation of claim 5, 
in the context of claim t . ! 

Claim 7 : Claim 7 also depends from claim 1 and benefits from like argument, 
namely, that Bastiaens does not teach a tape body of homogeneous composition. In 
addition, claim 2 recites an at least partially reflective symbol. We presented arguments 
demonstrating that Bastiaens does not teach this limitation. The Examiner felt that our 
arguments did not make sense (see final office action of 5/16706), and we provided 
clarifying remarks in our Response of July 17, 200(5. Because these remarks were not 
addressed in the advisory action of 8/2/2006, they { re reiterated herein. We respectfully 
request consideration of the following: 

Bastiaens recites a retroreflective article wi h an image on a base material, 
wherein "the surface of the base material comprises a binder layer of polyvinyl butyral 
resin having glass microspheres enclosed therein and a specular reflective layer 
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underlying and spaced apart from the microspheres bythe resin." col. 1, lines 53-55; see 
also FIG. 2 and col. 2, line 63 - col. 3, line 4. "The receptor sheet is a base material 
comprising glass microspheres that provide a low level of retroreflectivity. The glass 
microspheres are dispersed throughout the binder layer and are present substantially as a 
monolayer dispersed in the binder layer with an underlying specular reflective layer 
spaced from the microspheres by the transparent binder material." Bastiacns col. 4, lines 
4-10. An image is transferred to this base material, in! particular, "to the side of the base 
material closest to the microspheres and opposite the reflective layer." Bastiaens col. 4, 
lines 34-35. In other words, the base material (e.g., the specular reflective layer and the 
glass microspheres), and not the symbol itself, appear, to be reflective in Bastiacns. 



On the other hand, claim 7 recites that at least 



part of the symbol itself is 



reflective. Again, absent an express teaching of a reflective (or partially reflective) 
symbol by Bastiaens, the Examiner appears to be making an inherency argument. 



However' the Examiner has not provided any basis ir! fact, or any technical reasoning, to 
support the opinion that Bastiaens' image is at least partially reflective (though we have 
pointed out that this is the Examiner's responsibility). Since Bastiaens does not teach a 
reflective symbol, we believe that such basis cannot be found. We believe that the 
rejection of claim 7 therefore fails. Accordingly, withdrawal of the rejection is 

respectfully requested. 

Claim 8 : Claim 8 also depends from claim ] , and benefits from like argument. 
Furthermore, claim 8 recites that at least part of the tape body f ront face , is reflective. 
The limitations of claim 8 are simply not taught in ft* context of claim 1 . For example, 
Bastiaens fails to teach a pavement tape with a tape body of homogeneous composition 
and an at least partially reflective front face. Withdrawal of the rejection is accordingly 
requested. 

Claim J J : Claim 1 1 also depends from claim 1 and benefits from like 
argument. Claim 1 1 also recites the unique limitation of at least one railing attachable to 
the pavement and configured for protecting at least qne edge of said pavement tape. 
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I 



was not given patentable weight 



The Examiner stated that the claim 1 1 railing ' 
because it was "not found to be of positive limitation , as it is attached to the intended use 
pavement and not part of the claimed tape." Office action of 10/24/2005, p. 5, 1(3. We 
presented arguments that the railing is a part of the tape, which the Examiner did not 
accept. See final office action of 5/16/2006 p. 4, 1j4. 
however, the Examiner has not addressed our argument. 

As previously argued, claim 11 recites "The pavement tape of claim 1 farther 
comprising at least one railing". As noted in MPEP 

"comprising"... is synonymous with "including," "containing," or "characterized by". 
"The transitional term "comprising" (and other comparable terms, e.g., "containing," and 
"including") is "open-ended"- it covers the express!. > 



We have since clarified our position; 



; recited subject matter, alone or in 



combination with unrecited subject matter." MPEP f 2163(II)(a)(l), emphasis added, In 
other words, "Comprising" is a term of art used in c aim language which means that the 
named elements are essential, but other elements may be added and still form a construct 
within the scope of the claim. MPEP § 21 1 1.03. quoting Moleculon Research Corp. v. 
CBS, Inc., 793 F.2d 1261, 229 USPQ 805 (Fed. Cir. 

686, 210 USPQ 795, 803 (CCPA mi); Ex parte Davis, 80 USPQ 448, 450 (Bd. App. 
1948). 

As supported by the above teachings, claim 1 1 covers a pavement tape including 
the expressly recited at least one protective railing. We therefore contend that this railing 
does indeed have patentable weight Bastiaens is completely silent as to any railing; 
therefore claim 11 is not anticipated. Withdrawal o: f the Examiner's rejection under 35 
U.S.C. § 102(e) is respectfully requested. 

The Examiner recently commented that our claim 1 1 argument was an admission 
that "comprising" is open language, and attempted ;o use this argument as support for his 
rejection of the "homogeneous composition" limitation of claims 1 and 28. We therefore 
submit once more that whether or not "comprising ' is open language, it is not 
appropriate (and we believe it is also impermissible) to read in limitations that contradict 
expressly written limitations (e.g., reading glass microspheres into Applicant's 
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described is a pavement tape having: 



durable surface of a road or 
that conveys information to persons 
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homogeneous tape body). The MPEP quotations presented above do not indicate or even 
suggest that open claim language covers unrecited subject matter that would change the 
meaning of the claim (eg., contradicting expressly recited Umitations) 

Claim 28 : Turning now to claim 28, what is 

. a continuous elongated flexible unitary U pe body of homogenous 
composition, including: 

• a front face and 

• a continuously flat rear face ; 

• the rear face configured to be affixed to i u 
walkway; and 

• the front face bearing at least one symbo. 
traveling over the road or walkway, wherein the symbol is printed on the front 
face. 

As noted above with respect to claim 1. Basjiaens does not teach or suggest a tape 
body of homogeneous composition (and we maintain that this limitation of claim 28 
complies with 35 U.S.C. § 1 12). Bastiaens instead teaches agajasi a homogeneous tape 
body by specifically reciting a heterogeneous receptor sheet 1 8 (which the Examiner has 
likened to Applicant's tape body 101, 201). 

For example, the receptor sheet includes a base material and "the surface of the 
base material comprises a binder layer of polyvinyl butyral resin having glass 
microspheres enclosed therein and a specular reflective layer underlying and spaced apart 
from the microspheres by the resin." Bastiaens col. 1, lines 51-55, emphasis added; see 
also FIGs. 2 and 4. This mixed binder layer is not lomogenous, because it is not 
consistent in composition (e.g., having glass microspheres in some places, but not in 
others). If this element of the base material is not homogeneous (e.g., the mixed binder 
layer), then we submit that the base material as a whole is also not homogeneous. 

Again, the base material is a part of tine receptor sheet. Note that microspheres 
32, binder layer 30 and specular layer 34 are showi and described as components of 
receptor sheet 18. See Bastiaens' FIGs. 2, 4 and col. 2, line 63 - col. 3, line 6. If apart of 
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Bastiaens' receptor sheet (e.g., the base material) is L homogeneous, then we submit 
that neither is the receptor sheet as a whole. Bastiaens does not teach a tape body of 
homogeneous composition, and is therefore different from (and does not anticmate) 
Applicant's claim 28. Compare, for example, recepfjor sheet 18 in Bastiaens FIGs. 2 and 
4 with Applicant's tape body 101, in FlGs. 5-13. . ^ 

We again strongly disagree with the Examines alternate rejection, on the 
grounds that the open language of claim 28 does not preclude the presence of glass 
microspheres. Sec Advisory Sectionp. 2, second paragraph. We maintain that open 
claim language does preclude the presence of components/limitations which would 
change the meaning of the claim, for example by canceling out. or contradicting, 
expressly written limitations. For this reason, we submit that it is improper to read glass 
microspheres into Applicant's tape body of homogeneous composition, as doing so would 
result in a tape body of inconsistent (i.e., heterogeneous) composition. Consideration of 

this point is respectfully requested. 

We believe that claim 1 is patentable over Bastiaens at least in light of the above 

argument. However, Bastiaens also fails to teach other limitations of claim 1. For 
example, Bastiaens does not teach or suggest a pavement tape with a symbol printed 
upon its front face. Withdrawal of the Examiner's rejection is therefore respectfully 
requested. 

Claim 2* Claim 29 depends from claim 28, and benefits from like argument. 
Claim 29 includes the additional limitation of a pavement tape with a rear face having an 
adhesive for bonding the pavement tape to the durable surface of a road or walkway. 
Bastiaens does not teach the limitations of claim 2p. in the context of claim 28. For 
example, Bastiaens does not teach a pavement tape having a tape body of homogeneous 
composition, and the recited adhesive on its rear fice. We thus respectfully request 
withdrawal of the claim 29 rejection. 

Claim 30 : Claim also 30 depends from claim 28, through intervening claim 29, 
and benefits from like argument. Claim 30 also recites a flexible release tape. Bastiaens 
does not teach the flexible release tape of claim 30, in the context of a pavement tape 
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having a homogeneous tape body. Withdrawal of the Examine* rejection is respectfully 

requested. I 

Claim 31 : Claim 31 also depends from claim 28,|thus benefiting from like 
argument. Claim 31 additionally recites a flexible protective tape. Bastiacns does not 
teach this limitation, in the context of claim 28. Withdrawal of the rejection under 35 
U S.C. § 1 02(e) is thus respectfully requested. 

Claim 32 : Claim 32 likewise depends from claim 28 and benefits from like 
argument. Claim 32 further recites that the at least one symbol conveys commercial 
information. Again, Bastiaens does not teach this limitation of Applicant's claxm 32, m 
the context of claim 28. Withdrawal of the rejection is therefore respectfully requested. 

* r 4 i to 4U,,r, Uart^-Fitincr frfitn like 

Claim 34 : Finally, claim 34 depends from claim 
argument. Claim 34 also recites one or more of (a) at ! 
symbol, and (b) the front face being reflective. | 

Bastiaens fails to teach at least element (a), above. As noted with respect to the 
arguments supporting claim 7, Bastiaens does not teach a reflective symbol, but rather 
teaches a reflective base material. Bastiaens specifies that "the surface of the base 
material comprises a binder layer of polyvinyl butyral resin having glass microspheres 
enclosed therein and a specular reflective layer underlymg and spaced apart from the 
microspheres by the resin." col. 1, lines 53-55; see ; 



28, thus benefiting from like 
least part of the at least one 



uso FIG. 2 and col. 2, line 63 - col. 3, 



line 4. "The receptor sheet is a base material composing glass microspheres that provide 



specular reflective layer spaced from 
" ^astiaens col. 4, lines 4-10. 
not described or depicted as 



a low level of retroreflectivity. . .with an underlying i 
the microspheres by the transparent binder material 
The image upon Bastiaens' base material is : 
reflective, in whole or in part. Absent an express teaching of a reflective (or partially 
reflective) symbol by Bastiaens, the Examiner appears fo again make an inherency 
argument. We have pointed out that it is the Exam: 
in fact, or any technical reasoning to support the opinion that Bastiaens' image is at least 
partially reflective. However, we have yet to receive any such fact or reasoning. Since 
Bastiaens does not teach a reflective symbol, we believe that such basis cannot be found. 
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least 



On the other hand, claim 34 recites that at 
reflective. We believe that the rejection of claim 7 
does not teach claim 34 limitation (a) or claim 34 
claim 28. In other words, Bastiaens at least fails to 
composition with (a) at least part of a symbol, or (b) 
Accordingly, withdrawal of the rejection is res] 

Argument (O. 

Claims 6 and 33 stand rejected as being 
Examiner stating that it would have been obvious to 
width dimensions recited therein. We again 
sta nd or fall together . 

Claim 6 : Regardless of whether or not 
Applicant's pavement tape would have been obvious. 
Bastiaens does not render base claim 1 prima facie 
not teach or suggest a pavement tape with a tape 
Rather, Bastiaens teaches against such a limitation 
heterogeneous receptor sheet 18. Bastiaens also 
receptor sheet by specifying mat the embedded 
retroreflectivity to the retroreflective graphic article 
See Bastiaens FIG. 4; col. 4, lines 4-14. Thus, it 
sheet (e.g., a binder layer with microspheres 
Bastiaens. 

There is therefore neither suggestion nor 
heterogeneous receptor sheet with a homogeneous 
motivation, Bastiaens cannot establish prima facie 

Claim 6 depends from claim 1, and inherits 
ruled that if an independent claim is nonobvious 
depending therefrom is nonobvious. In Te Fine, 



part of the symbol itself is 
therefore fails. In addition, Bastiaens 
limitation (b), in the context of base 
teach a tape body of homogeneous 
the front face, being reflective. 



pectfully requested. 



unpatentable 



in view of Bastiaens, the 
provide a pavement tape having the 
Thpsft claims do not 



respect fully disagree. 



the recited width (6-12 inches) of 
, claim 6 depends from claim 1. 
obvious. For example, Bastiaens does 
bedy of homogeneous composition. 

jy showing and describing a 
teicb.es away from a homogeneous 
glais microspheres impart 

(which is the subject of Bastiaens). 
appears that a heterogeneous receptor 
dispei sed throughout) is essential to 

motivation to replace Bastiaens' 
tape body. Absent such suggestion or 
obviousness over claim 1. 
the claim 1 limitations. Courts have 
updpr 35 U.S.C. §103, then any claim 
F.2d 1071.5 USPQ2d 1596 (Fed. 
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at least because il depends from 
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data 1 Withdrawal of the Examtarfs rejJdion is re»ec«fuUy requested. 

Claim 33: Claim 33 depends from lataiS, if d further recites atape having a 
widthofo-ninohes. Again, whether or no. such dirUions would have been obvtou* 
toUaens does no. «* or suggest a homogenous ,U body. Rather, Baanaen. rectms 

graphic articles. For example, the glass microsphere -ha. Basuaens disperses « rough 
I binder .ayer of her receptor sheet are rli«ed|as lading a .eve. of re—vrty .0 
th e graphic article. See Bashaena FIO. 4; col. 4i linc| 4-14. 

Basnaens Mis to teach or sugges. each td clery limitahon ofhaao claun 28. 

Tnere is also no suggest or mouvanon .vidtaB^ <o replace the heterogeneous 

receptor sheet with a homogeneous .ape bldy. da is J tci.ed in base claon 28. Thus. 

Bastiaens docs no. mee. mcecessary cri«Lria for estalishing^/^ obvtousuesa 

under 35 U.S.C. §103. Sec also MPEP §2142; •. 

Stace base claim 28 is nonobvioJ, depended data 33 (which inherfa me chum 

2g lirntattons,) is alaononobivous. Couwhavorufd tb* if at, independent chum ta 

Mno bvio M under 35 U.S.C.§ 1 03,.hen T yclata^ 

,n re Fme, g37 F.2d 1071 .5 USPQ2d .59p (Fed. Ctrl 1988). Tltua, claim 33 - allowable 
over Basdaens. Withdrawal of the Ex Jnertjreje|.ion is respectfully requeslcd. 

(8) Claims Appendix. 

Appeltants enclose aeopy of me claims involved i|.his appeal as an appendix here<o. 

i | 

(9) Evidence Appendix j 

Pursuant revised 37 C.F.R. §41 .37, an Evirjuce Appendix ia aubmiued herewnh. 

following the Claims Appendix. 

(10) Related Proceedings Appendix | 

Appellants submit herewith a Reiated Proceedings Appendix followmg ihc 
Evidence Appendix, as required pursuat it revised :»7 C.F.R. §41.37. 
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(11) Conclusions. 

Applicant respectfully submits that the claims 
art of record. Other than the $250 total fee for filing . 
brief, no fees are believed due in connection witjt the 
Commissioner is hereby authorized to charge any fees 
in this case to Deposit Account Number 12-0600. 
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1-16 patentably distinguish over the 
notice of appeal and this appeal 
•943 Application. However, the 
which may be deemed necessary 



By 



Respectfully submitted, 
LATHROP & GAGE LC 
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CLAIMS APPENDIX TO APPEAL BRIEF 



What is claimed is: 

, (Previously Presented) A pavement ta.e for conveying info^ation when 
affixed to pavement, said pavement tape comprising a continuous elongated flexible tape 
oodyofhomogeneouscomposition, said tapebody configured for affixing to pavement 
andcomprisingafront face and a continuousiy flat rear face, wherein at least on, symbo 
printed upon said front face conveys information, an wherein the front and rear faces are 
exposed at an end of the continuous elongated flexih e tape body. 

2. (Original) The pavement tape of claim I wherein said rear face composes 
an adhesive for bonding said pavement tape to pavement 

3. (Original) The pavement tape of claim 2 further comprising a flexible 
release tape, one face of which is releasably bonded to said adhesive. 

4 (Original) The pavement tape of claim 1 further comprising a flex.ble 
protective tape, one face of which is releasably bonded to said front face of sa,d 
pavement ^ ^ Qf ^ l wherdn said at leasl one symbol 

conveys commercial information. , t ^ 

6. (Original) The pavement tape of clajm 1 wherein said tape xs from about 6 

to about 12 inches in width. 

7. (Original) The pavement tape of cla j 

least one symbol is reflective. 

8. (Origmal) The pavement tape of claim 1 wherein at least part of said front 

face is reflective. . 

9 (Previously Presented) A pavement tape for conveying tafonnanon when 
steed to pavement, said pavement tape comprising a continuous elongated flexrble tape 
' body comprising front and rear feces, said front fat e comprising a, lees, one symbol that 
conveys information, the a. leas, one symbol form d as aperforadon extending a, leaa. 



m l wherein at least part of said at 
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tape 



from 



partly from said front face to said rear face of said tape 
faces are exposed at an end of the continuous 

10. (Previously Presented) A pavement 
affixed to pavement, said pavement tape comprising: 

an elongated flexible tape body comprising " 
comprising at least one symbol that conveys 

a mask tape, said mask tape comprising a i 
rear mask feces and at least one symbol formed as a 
mask face to said rear mask face, said rear mask face 
said front face of said pavement tape. 

11. (Previously Presented) The pavement 
at least one railing attachable to the pavement and co 
edge of said pavement tape. 
12-27. (Cancelled) 

28. (Previously Presented) A pavement tape comprising: 
a continuous elongated flexible unitary tape 

including a front face and a continuous 
the rear face configured to be affixed to a 

and 

the front face bearing at least one symbol that 
traveling over the road or walkway, 
front face. 



body, wherein the front and rear 
elongated flexible tape body. 

for conveying information when 



29 (Previously presented) The pavement tape of claim 28, wherein said rear face 
comprises an adhesive for bonding said pavement tape to the durable surface of a road or 
walkway. 



and rear faces, said front face 

information; and 

flexible mask tape body having front and 
I erforation extending from said front 
of said mask tape being bonded to 

tape of claim 1 further comprising 
nfigured for protecting at least one 



idy of homogenous composition, 
ily flat rear face; 

surface of a road or walkway; 



durable 



conveys information to persons 
< vherein the symbol is printed on the 



30. (Previously presented) The pavement tape 
flexible release tape, one face of which is releasably 



of claim 29, further comprising a 
bonded to said adhesive. 
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31 (Previouslypresented) The pavement tape of^^^rtherco.pri.ing a 

32. (Previously presented) The pavement tape of jjl 
symhol conveys commercial information. 

33. (Previously presented) The pavement tape of k 
elongated flexible unitary table body is from about 6 

34 (Previouslypresented) The pavement tape of claim 28, wherein one or more of at 
least part of said at least one symbol and said front fijee is reflective. 
35. (Cancelled) 



;laim 28, wherein said at least one 

claim 28, wherein said continuous 
;0 about 12 inches in width. 
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No 



EVIDENCE APPENDIX TO APPEAL BRIEF 

evidence is submitted with this Appeal Brief. 
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RELATED PROCEEDINGS 

Appellants are unaware of any related proceed; 
§§41.37 (cXl)(") or (c)(l)(*)- 



APPENDIX TO APPEAL BRIEF 



ngs 
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